

A/ 


HOWREY 
SIMON 
ARNOLD 
& WHITE 


HOWR6 

attorneys at law 



Cf V 

February 3, 2004 


1299 Pennsylvania Ave., 
Washington, DC 20004-2' 
Phone 202.783.0800 
Fax 202.383.6610 

A Limited Liability Partnership 




Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Re: U. S. Patent Appl. No. 09/994,927 

Filed: November 28, 2001 

For: Bisubstituted Carbocyclic Cyclophilin Binding 

Compounds and Their Use 

Inventor: Hamilton, et al. 

Our Ref: 03 1 66.0029.NPUS02__ 



Sir: 

The following documents are forwarded herewith for appropriate action by the U.S. 
Patent and Trademark Office: 


1. Information Disclosure Statement; 

2. Form PTO-1449 (1 page) with 4 attached references; and 


3. Return postcard. 

It is respectfully requested that the attached postcard be stamped with the filing date of 
these documents and returned to our courier. 

The U S Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No.08-3038 referencing docket number 
03166 0029.NPUS02. If extensions of time under 37 C.F.R. § 1.136 other than those otherwi 
provided for herewith are required to prevent abandonment of the present patent application, then 
such extensions of time are hereby petitioned. A duplicate copy of this letter is enclosed. 


Respectfully submitted, 



lichael J. Stimso^i (Reg. No. 45,429) 


Enclosures 



■* THE UNITED STATES PATENT AND TRADEMARK OFFICE 

AO^ 


In re application of: 

Hamilton, et al. 

Appl. No.09/994,927 

Filed: November 28, 2001 

For: Bisubstituted Carbocyclic Cyclophilin 
Binding Compounds and Their Use 


Art Unit: 1626 

Examiner: Robert Gerstl 

Atty. Docket: 03166.0029.NPUS02 


Information Disclosure Statement 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 


Listed on accompanying Form PTO-1449 are documents that may be considered material 
to the examination of this application, in compliance with the duty of disclosure requirements of 
37C.F.R. §§ 1.56,1.97 and 1.98. 

Where the publication date of a listed document does not provide a month of publication, 
the year of publication of the listed document is sufficiently earlier than the effective U.S. filing 
date and any foreign priority date so that the month of publication is not in issue. Applicants have 
listed publication dates on the attached PTO-1449 based on information presently available to the 
undersigned. However, the listed publication dates should not be construed as an admission that 
the information was actually published on the date indicated. 

Applicants reserve the right to establish the patentability of the claimed invention over 
any of the information provided herewith, and/or to prove that this information may not be prior 
art, and/or to prove that this information may not be enabling for the teachings purportedly 
offered. 

This statement should not be construed as a representation that a search has been made, or 
that information more material to the examination of the present patent application does not 
exist. The Examiner is specifically requested not to rely solely on the material submitted 
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- 2 - Applicant(s) Hamilton,et al. 

Appl. No.09/994,927 

herewith. It is further understood that the Examiner will consider information that had been cited 
by or submitted to the U.S. Patent and Trademark Office in a prior application relied on under 35 
U.S.C. § 120. 1138 OG 37, 38 (May 19, 1992). 

Applicants have checked the appropriate boxes below. 

□ 1. This Information Disclosure Statement is being filed; 

□ a. Within three months of the U.S. filing date of a national application other than a 

continued prosecution application under §1.53(d); 

□ b. Within three months of the date of entry of the national stage as set forth in 

§1.491 in an international application; 

□ c. Before the mailing date of a first Office Action on the merits; 

□ d. Before the mailing of a first Office Action after filing of a request for continued 

examination under § 1.115. 

No statement under 37 C.F.R. § 1.97(e) or fee is required, 
or; 

□ 2. This Information Disclosure Statement is being filed after the period specified in 

paragraph 1(a)-1(d) above, but before the mailing date of a Final Rejection or 
Notice of Allowance, or action that otherwise closes prosecution in the 
application, and 

□ a. I hereby state that each item of information contained in this Information 

Disclosure Statement was first cited in any communication from a foreign 
patent office in a counterpart foreign application not more than three 
months prior to the filing of this Information Disclosure Statement. 37 
C.F.R. § 1.97(e)(1), or 

□ b. I hereby state that no item of information in this Information Disclosure Statement 

was cited in a communication from a foreign patent office in a counterpart 
foreign application, and, to my knowledge after making reasonable 
inquiry, no item of information contained in this Information Disclosure 
Statement was known to any individual designated in 37 C.F.R. § 1.56(c) 
more than three months prior to the filing of this Information Disclosure 
Statement. 37 C.F.R. § 1.97(e)(2), or 
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□ c. Attached is our Check No._in the amount of $_in payment of the 

fee under 37 C.F.R. § 1.17(p). 

✓ 3. This Information Disclosure Statement is being filed more than three months after the 
U.S. filing date and after the mailing date of a Final Rejection or Notice of 
Allowance, but on or before payment of the Issue Fee. Attached is our Check No. 
408943 in the amount of $ 180.00 in payment of the fee under 37 C.F.R. § 1.17(i), 
and 

•/ a. I hereby state that each item of information contained in this Information 
Disclosure Statement was first cited in any communication from a foreign 
patent office in a counterpart foreign application not more than three 
months prior to the filing of this Information Disclosure Statement. 37 
C.F.R. § 1.97(e)(1), or 

□ b. I hereby state that no item of information in this Information Disclosure Statement 

was cited in a communication from a foreign patent office in a counterpart 
foreign application, and, to my knowledge after making reasonable 
inquiry, no item of information contained in this Information Disclosure 
Statement was known to any individual designated in 37 C.F.R. § 1.56(c) 
more than three months prior to the filing of this Information Disclosure 
Statement. 37 C.F.R. § 1.97(e)(2). 

□4. Relevance of the non-English language document(s) is discussed in the present 
specification. 

□ 5. The document(s) was/were cited in a corresponding foreign application. An English 

language version of the foreign search report is attached for the Examiner's 
information. 

□ 6. A concise explanation of the relevance of the non-English language document(s) appears 

below: 

□ 7. The Examiner's attention is directed to co-pending U.S. Patent Application Nos. 

10/458,677; 10/199.107; 09/947,700 and 10/411,333, which are directed to related 
technical subject matter. The identification of this U.S. Patent Application is not 
to be constmed as a waiver of secrecy as to that application now or upon issuance 
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of the present application as a patent. The Examiner is respectfully requested to 
consider the cited application and the art cited therein during examination. 

□ 8. Copies of the documents were cited by or submitted to the Office in Application No. 

_, filed_, which is relied upon for an earlier filing date under 

35 U.S.C. § 120. Thus, copies of these documents are not attached. 37 C.F.R. 
§ 1.98(d). 

It is respectfully requested that the Examiner initial and return a copy of the enclosed 
PTO-1449, and to indicate in the official file wrapper of this patent application that the 
documents have been considered. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, 
or credit any overpayment, to our Deposit Account No. 08-3038 referencing docket number 
03166.0029.NPUS02. 

Respectfully submitted, 



HOWREY SIMON ARNOLD & WHITE, LLP 
Box No. 34 

1299 Pennsylvania Avenue, N.W. 

Washington, D.C. 20004-2402 
(202) 783-0800 
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LIST OF REFERENCES CITED BY APPLICANT 

(Use several sheets if necessary) 

PTO FORM 1449 


ATTY. DOCKET NO. 

APPLICATION NO. 

*03166.0029.NPUS02 

09/994,927 

APPLICANT 


Hamilton, et al. 


FILING OATE 

GROUP 

November 28, 2001 

1626 


•EXAMINER 

INITIAL 


OOCUMENT NUMBER 


4,798,823 


5,385,915 


U.S. PATENT DOCUMENTS 


FILING DATE 
IF APPROPRIATE 


•EXAMINER 

INITIAL 


DOCUMENT NUMBER 


JP Patent Laid-open 
No. Hei-4211699 


JP Patent Laid-open 
No Hei-5-208996 


FOREIGN PATENT DOCUMENTS 


COUNTRY 


CLASS SUBCLASS TRANSLATION 
YES NO 


OTHER REFERENCES 

(Including Author, Title, Date, Pertinent Pages, Etc.) 


•EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609; Draw line through citation if 
not in conformance and not considered. Include copy of this form with next communication to applicant. 













































